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Remarks 

Based on the above amendment and the following remarks, Applicants respectfully 
request that the Examiner reconsider all outstanding objections and rejections and that they 
be withdrawn. In addition, Applicants have added new dependent claim 74. 

Response to Restriction Requirement 

In response to the Restriction Requirement contained in the Office Action dated 
May 19, 2006, Applicants elect to prosecute claim group I, including at least claims 1-17. 
This confirms the provisional election of claim group I made by telephone on May 12, 
2006 by H.T. Than. Claims 18-73 currently stand as withdrawn from fiirther consideration 
by the Examiner. 

Applicants respectfully request reconsideration of the Restriction requirement as to 
Groups I, II, ni, rv, V, rx, and X, including claims 1-57 and 65-70. Pursuant to MPEP § 
803, an application may be required to be restricted to one of two or more claimed 

inventions only if the two criteria for proper requirement for restriction are met: 

(A) The inventions must be independent or distinct as claimed, and 

(B) There must be a serious burden on the examiner. 

MPEP § 803 also provides that if the search and examination of an entire 
application can be made without serious burden, the examiner must examine the entire 
application on the merits, even though the application includes claims drawn to 
independent or distinct inventions. The examiner must establish this serious burden under 
MPEP § 808.02, which states that "[wjhere, however, the classification is the same and the 
field of search is the same and there is no clear indication of separate future classification 
and field of search, no reasons exist for dividing among independent or related inventions." 

Applicants note that claims 1-57 and 65-70 in Groups I, II, HI, TV, V, IX, and X 
have all been classified by the Examiner in a single class/subclass: class 429, subclass 19. 
There is no clear indication of separate future classification or field of search. Hence, the 
Examiner has not established that a serious burden would result from the search and 
examination of claims 1-57 and 65-70, and Applicants respectfully request withdrawal of 
the Restriction Requirement as to these claims. 
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Applicants specifically take no position as to the independence and/or 
distinctiveness of the invention or inventions set forth in the present application. 



Rejections Under 35 U.S.C. § 102(e) 

Claims 1-7, 11-13, and 15-17 are rejected under 35 U.S.C. § 102(e) as being 

anticipated by U.S. Pub. No. 2003/0138679 to Prasad et al. The Examiner states in 

paragraph 9 of the Office Action that 

Prasad teaches a fuel supply for a fliel cell, comprising an outer casing 
impermeable to hydrogen that encases a fiiel compartment and a reactant 
compartment, with a gas penneable, liquid impermeable membrane, a valve, a 
pump, integrally fonned walls, wherein the fuel is sodium borohydride, and a 
liquid reactant is sodium borate, the catalyst is nithenium and a liner is present. 

Applicants respectfully disagree with the Examiner's rejection of the claims based on 
Prasad. With reference to independent claim 1, Prasad does not teach a fuel supply 
wherein the hydrogen gas passes from the reactant compartment to the fuel cell. As shown 
in FIG. 1 of the present invention below, although the reaction to create hydrogen and 
liquid byproduct as reactants occurs in reaction chamber 22, the hydrogen gas does not pass 
to the fuel cell until it has entered reactant chamber 16, where it then passes through 
membrane 32 and to a fuel cell via open area 34 and valve 36. 
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By contrast, as shown below in Prasad's FIG. 1, hydrogen fuel F exits the fuel cartridge 
directly from reaction chamber 104 via outlet connector 1 14. Devoid of hydrogen, 
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byproduct BP is then carried via outlet line 1 10 into reactant chamber 106. The separation 
of hydrogen and liquid byproduct in Prasad occurs in the reaction chamber, not in the 
reactant chamber as in the present invention. 



FIQ,1 



102 


— Lu — . 
















106 

















In order to move the case to allowance, claim 1 has been amended to focus on the 
novel limitation in the present invention that the hydrogen gas passes from the reactant 
compartment to the fuel cell. As such, claim 1 is not taught or suggested by Prasad and is 
patentable over this reference. Claims 1-7, 11-13, 15-17 and new claim 74 depend from 
and add further limitations and/or features to independent claim 1 and are patentable over 
Prasad for this reason alone. While it is not necessary to address the Examiner's rejections 
of these claims at this time. Applicants reserve the right to support their patentability, when 
necessary. 

Rejections under 35 U.S.C. § 103(a) 

Claims 8-10 are rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Prasad in view of U.S. Pub. No. 2005/0023236 to Adams et. al. The Examiner asserts that 
Adams teaches a fuel cartridge that utilizes a moveable wall and that it would have been 
obvious to a person of ordinary skill in the art to use this moveable wall with the fuel 
supply of Prasad. However, the Adams reference cannot be prior art in this case pursuant to 
35 U.S.C. § 103(c)(1) and MPEP § 706.02(k), both of which disqualify subject matter that 
would otherwise be prior art to a claimed invention if the alleged prior art and the claimed 
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invention were commonly owned or subject to a common assignment at the time the 
claimed invention was made. 

At the time the claimed invention was made, both the Adams reference and the 
claimed invention were subject to an obligation of assignment to Societe BIC, and both 
have been so assigned. These assignments were recorded at reel/frame no. 014354/0655 
and at reel/frame no. 014949/0565, respectively. Pursuant to MPEP § 706.02(1)(2), the 
Adams reference is disqualified as being prior art to the present invention. Therefore, 
Applicants respectfully request withdrawal of the rejection of claims 8-10. 

Claim 14 is rejected under 35 U.S. C. § 103(a) as being unpatentable over Prasad in 
view of Applicants' admitted prior art (APAA). The Examiner asserts in paragraph 17 of 
the Office Action that Prasad teaches everything as addressed in the 102(e) rejection. The 
Examiner further asserts in paragraphs 19-20 that the APAA teaches methanol as a 
common fuel cell fuel, and that it would have been obvious at the time of the invention to a 
person of ordinary skill in the art to combine the teachings of Prasad and APAA to provide 
methanol for use as a fuel. 

However, as discussed above, Prasad does not teach or suggest that the hydrogen 
gas and liquid reactant separate in the reactant chamber, as claimed in claim 1 of the 
present invention. Furthermore, nothing in APAA teaches or suggests this limitation. 
Because claim 14 depends from patentable claim 1 and adds the additional limitation of 
using methanol as a fuel, it is patentable over the prior art, and Applicants respectfiilly 
request withdrawal of the rejection of claim 14. 

All of the stated grounds of rejection have been properly traversed, accommodated, 
or rendered moot. Applicants therefore respectfully request that the Examiner reconsider 
all presently outstanding rejections and that they be withdrawn. Applicants believe that a 
full and complete reply has been made to the outstanding Office Action and, as such, the 
present application is in condition for allowance. If the Examiner believes, for any reason, 
that personal communication will expedite prosecution of this application, the Examiner is 
invited to telephone the undersigned at the number provided. 

Applicants believe that fee for new claim 74 is due. If any other required fee is due, 
the Commissioner may charge appropriate fees to H.T. Than Law Group, Deposit Account 
No. 50-1980. 
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Prompt and favorable consideration of this Amendment and Reply is respectfully 
requested. 

Respectfully submitted, 



Date: August 1. 2006 /H.T. Than/ 

H.T. Than 

Attorney for Applicants 
Registration No. 38,632 

The H.T. Than Law Group 
Waterfront Center 

1010 Wisconsin Ave., NW, Suite 560 
Washington, D.C. 20007 
(202) 363-2620 
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